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EXAMINER'S AMENDMENT 

An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as provided 
by 37 CFR 1 .312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 

Since the election of the invention of Group III was made without traverse, the 
examiner is authorized to cancel nonelected claims at such time that claims drawn to 
the elected invention are in allowable form. 

IN THE CLAIMS - 

Claims 40 and 41 are cancelled. 



end of amendment 
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Response to Amendment 

As requested in the correspondence from applicants, filed 29 June 2006 
(hereinafter "present amendment"), which is in reply to the Office action mailed 3 March 
2006 (hereinafter "previous Office action"), claims 22, 24, 25, 29, 32 and 35 have been 
amended. In addition, paragraph [0142] in the specification has been replaced with the 
amended version thereof, as requested, and the abstract has been replaced with the 
amended version thereof, as requested. 

Status of Claim Rejections - 35 USC §112 

In the previous Office action, claims 22-39 were rejected under 35 U.S.C. 112, 
second paragraph, for indefiniteness, on various grounds. 

The terms "the racemic mixture " and "the (x-(phenoxy)phenylacetic acid" in step 
(a) of claim 22 lacked antecedent basis, as there was no earlier recitation of those 
elements of step (a). 

In view of the present amendment, this ground of rejection has been overcome. 

In claim 24, the ratio specified was deemed ambiguous. In view of the present 
amendment, which more clearly specifies the two elements of the ratio, this ground of 
rejection has been overcome. Also in claim 24, the terms "first enantiomer" and 
"second enantiomer" were criticized, because it was not clear which was the desired 
enantiomer. In view of applicant's argument, this ground of rejection is hereby 
withdrawn. As taught in the instant specification at page 12, paragraph [0074], the "first 
enantiomer" is the one concentrated in the solid phase, while the "second enantiomer" 
is concentrated in the solution phase. 
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Steps (i) and (ii) in claim 25 were found to be self-contradictory, because the two 
steps recited by raising and lowering of the temperature, since no order of steps (i) and 
(ii) was specified. The present amendment introduced the word "subsequently" at the 
beginning of (ii), obviating this ground of rejection. Step (ii), it is now clear, is conducted 
after step (i). 

All rejections under 35 U.S.C. 112, second paragraph are hereby withdrawn. 
Status of Claim Rejections - 35 USC § 102 

In the previous Office action, claims 22, 23 and 27 were rejected under 35 U.S.C. 
102(b) as being anticipated by US 6,262,1 18 (Luskey et al). 

In view of the present amendment limiting the total amount of enantiomerically 
enriched chiral amine compound employed in step (a) of claim 22, the rejection is 
hereby withdrawn. Luskey et al provides no suggestion to employ an amount less than 
0.5 molar equivalents of the enantiomerically enriched chiral amine compound. 

Status of Claim Rejections - 35 USC § 103 

In the previous Office action, claims 28-30 were rejected under 35 U.S.C. 103(a), 
as being obvious over Luskey et al, cited in the rejections under 35 U.S.C. 102. 

Since the anticipation rejection based on Luskey et al has been overcome by the 
present amendment, the obviousness rejection based on the same reference is no 
longer tenable. 

The rejection of claims 28-30 as being obvious over Luskey et al is hereby 
withdrawn. 
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Abstract of the Disclosure 

The abstract was criticized in the previous Office action because the instant 
claims are no longer drawn to production of compounds of the formula described in the 
version of the abstract presented at the time of filing of the instant application. 

Applicant has amended the abstract to correspond with the claimed subject 
matter. 

Allowable Subject Matter 

Claims 22-39 are allowed. 

The present amendment, which limits the total amount of enantiomerically 
enriched chiral amine compound employed in step (a) of claim 22, from which all of the 
other claims depend, either directly or indirectly, has overcome the prior art rejections of 
record. 

In the previous Office action, the closest prior art with respect to the instant 
claims was summarized on pages 8 and 9. 

Conclusion 

All Post-Allowance Correspondence concerning this application must be mailed 

to: 

Mail Stop Issue Fee 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Or you can fax them to the Office of Patent Publications at 703-872-9306, in order to 
expedite the handling of such correspondence as amendments under 37 CFR 1.312; 
information disclosure statements, and formal drawings. Sending Post-Allowance 
papers to Technology Center 1600 will only cause delays in matching papers with the 
case. 

For information concerning status of correspondence sent after receipt of the 
Notice of Allowance, please contact the Correspondence Branch at (703) 305-8027. 
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The Notice of Allowance also has an insert containing contact information on other 
items, including Issue Fees, receipt of formal drawings and the status of the application. 
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